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1 DETAILED ACTION 

2 

3 This action is in response to the communication filed on 11/1 7/1 1 . 

4 All objections and rejections not set forth below have been withdrawn. 

5 Claims 40, 41 , 52-63 are pending. 
6 

7 Drawings 

8 

9 The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 

1 0 every feature of the invention specified in the claims. Therefore, the added features of 

1 1 "identifying a subset of the list of content items highlighted as active content items, the 



1 2 subset comprising content items subject to updates"; "deriving at least one fingerprint 

1 3 from a content item monitored or obtained"; "to identify the monitored or obtained 

1 4 content item" (Clai m 40) ; "said act of deriving comprises deriving two or more 

1 5 fingerprints of the content item" (Claim 52), and "said act of interrogating the list of 

1 6 content items utilizes the two or more fingerprints" (Claim 53) must be shown or the 

1 7 feature(s) canceled from the claim(s). No new matter should be entered. 

1 8 Corrected drawing sheets in compliance with 37 CFR 1.121 (d) are required in 

1 9 reply to the Office action to avoid abandonment of the application. Any amended 

20 replacement drawing sheet should include all of the figures appearing on the immediate 

21 prior version of the sheet, even if only one figure is being amended. The figure or figure 

22 number of an amended drawing should not be labeled as "amended." If a drawing figure 
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1 is to be canceled, the appropriate figure must be removed from the replacement sheet, 

2 and where necessary, the remaining figures must be renumbered and appropriate 

3 changes made to the brief description of the several views of the drawings for 

4 consistency. Additional replacement sheets may be necessary to show the renumbering 

5 of the remaining figures. Each drawing sheet submitted after the filing date of an 

6 application must be labeled in the top margin as either "Replacement Sheet" or "New 

7 Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, 

8 the applicant will be notified and informed of any required corrective action in the next 

9 Office action. The objection to the drawings will not be held in abeyance. 
10 

11 

1 2 Specification 

13 

1 4 The abstract of the disclosure is objected to because the amendment of 5/1 /08 

15 introduces new matter. See Objection to the Specification below. Correction is 

16 required. See MPEP § 608.01 (b). 
17 

1 8 The specification is objected to as failing to provide proper antecedent basis for 

1 9 the claimed subject matter. See 37 CFR 1 .75(d)(1 ) and MPEP § 608.01 (o). Correction 

20 of the following is required: 

21 The specification fails to provide proper antecedent basis for the recitations of 

22 "identifying a subset of the list of content items highlighted as active content items, the 
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1 subset comprising content items subject to updates"; "deriving at least one fingerprint 

2 from a content item monitored or obtained"; "to identify the monitored or obtained 

3 content item" (Clai m 40) ; "said act of deriving comprises deriving two or more 

4 fingerprints of the content item" (Claim 52), and "said act of interrogating the list of 

5 content items utilizes the two or more fingerprints" (Claim 53). 
6 

7 Claim Rejections - 35 USC §112 

8 

9 The following is a quotation of the first paragraph of 35 U.S.C. 112: 

I 0 The specification shall contain a written description of the invention, and of the manner and process of 

I I making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 

1 2 art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 

1 3 set forth the best mode contemplated by the inventor of carrying out his invention. 
14 

1 5 Claims 40, 41 , 52-63 are rejected under 35 U.S.C. 112, first paragraph, as 

1 6 failing to comply with the written description requirement. The claim(s) contains 

1 7 subject matter which was not described in the specification in such a way as to 

1 8 reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 

1 9 application was filed, had possession of the claimed invention. Applicant has not 

20 pointed out where the new (or amended) claim is supported, nor does there appear to 

21 be a written description of the claim limitations in the application as filed (see above 

22 objection to the specification). 



23 

24 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

25 The specification shall conclude with one or more claims particularly pointing out and distinctly 

26 claiming the subject matter which the applicant regards as his invention. 
27 
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1 Claims 40, 41, 52-63 are rejected under 35 U.S.C. 112, second paragraph, as 

2 being indefinite for failing to particularly point out and distinctly claim the subject 

3 matter which applicant regards as the invention. 

4 Specifically, these claims comprise recitation "highlighted as active content 

5 items" [claim 40]. The examiner notes that a standard meaning for "active" when used 

6 to describe content items does not exist amongst those of ordinary skill in the art. 

7 Furthermore, the examiner reminds the applicant that the claimed subject matter 

8 pertains to electronic signals stored within a medium, thus the figurative language for 

9 characterizing such stored electronic signals as "highlighted as active content items" 

1 0 results in ambiguity and obscures the meaning of the claim language. Furthermore, 

1 1 applicant offers no explanation as to what comprises the scope of "highlighting as 

1 2 active" what are essentially stored electronic signals within a medium. 

13 It is noted that an applicant can define in the claims what they regard as their 

14 invention essentially in whatever terms they choose so long as any special meaning 

1 5 assigned to a term is clearly set forth in the specification. In the instant case, however, 

1 6 the applicant fails to provide a definition for "active" as would be applied to "active" 

1 7 electronic signals stored within a medium as well as the applicant fails to clearly set 

1 8 forth within the applicant's specification the meaning of "highlighted as active" as would 

1 9 be applied to electronic signals that are stored inside a medium. Thus, the scope of 

20 claims 40, 41 , and 52-63 is rendered unclear. For the purpose of examination, the 

21 examiner presumes the reference to the terms "active" or "highlighted as active", 
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1 nominally describing a content item, to mean the intention of some sort of activity, 

2 operation, capability, or expression to be associated with the content item. 

3 
4 
5 

6 Claim Rejections - 35 USC § 102 

7 

8 (e) the invention was described in (1) an application for patent, published under section 122(b), by 

9 another filed in the United States before the invention by the applicant for patent or (2) a patent 

I 0 granted on an application for patent by another filed in the United States before the invention by the 

I I applicant for patent, except that an international application filed under the treaty defined in section 

1 2 351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 

1 3 only if the international application designated the United States and was published under Article 21 (2) 

14 of such treaty in the English language. 
1 5 
16 

1 7 Claims 40, 41 , 52-63 are rejected under 35 U.S.C. 102(e) as being 

1 8 anticipated by Schmelzer, "Copyright Detection and Protection System and 

1 9 Method", U.S. Patent Publication 2003/0037010. 

20 

21 Regarding claim 30, Schmelzer discloses: 

22 maintaining a list of content items, the list of content items being associated with 

23 one or more fingerprints derived from the data representing audio or video samples 

24 corresponding to the content items (par. 6, 7, 34 - herein it is shown that the list 

25 comprises registered and monitored (i.e. "active") copyrighted works, a subset of all 

26 copyrighted works); 

27 identifying a subset of the list of content items, the subset including content items 

28 highlighted as active content items, the subset comprising content items subject to 

29 updates (par. 6, 34); using a programmed electronic processor, deriving at least one 



Application/Control Number: 10/622,079 Page 7 

Art Unit: 2437 

1 fingerprint from a content item monitored or obtained from a network; and interrogating 

2 the subset of the list of content items with the at least one fingerprint to identify the 

3 monitored or obtained content item (par. 34) 
4 

5 

6 Regarding claims 41 , 52, and 53, Schmelzer discloses, "wherein the content 

7 items comprise at least audio or video" (par. 6, 7, 34), "said act of deriving comprises 

8 deriving two or more fingerprints of the content item", "said act of interrogating the list of 

9 content items utilizes the two or more fingerprints" (fig. 2, 4, 6 - herein a plurality of 
1 0 identifiers ("fingerprints") are derived and used for identifying listed content items). 
11 

1 2 Regarding claims 54 and 55, Schmelzer discloses 

1 3 "with each item on the list of content items being associated with one or more 

1 4 fingerprints derived from the respective content item itself", (fig. 2,4,6- herein a 

1 5 plurality of identifiers ("fingerprints") are derived and used for identifying listed content 

1 6 items) and "prior to said act of interrogating, updating the subset" (Schmelzer, par. 67, 

17 83 - herein Schmelzer discloses that content items are permitted to be updated prior to 

1 8 the method of interrogating). 
19 

20 Regarding claims 56 - 63, Schmelzer discloses the use of a programmed 

21 computing device, programmed by computer instructions, for performing the disclosed 

22 method (e.g. fig. 1). 
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1 

2 Response to Arguments 

3 

4 Applicant's arguments filed 11/17/2010 have been fully considered but they are 

5 not persuasive. 
6 

7 Applicant argues or asserts essentially that: 

8 In particular, it appears that the term "active" is questioned. The Office Action 

9 suggests that a definition is not provided for the term. We disagree. 

1 0 For example, the Specification provides a definition as follows on pages 1 1 , lines 

1 1 25-29. 

1 2 Wherever the database is located, the database can have only entries for songs 

1 3 included in the play list, or songs in the play list are highlighted as active. The 

1 4 latter means only the active entries are changed when the play list is updated, 

1 5 whereas the former means the database entries for newly added songs have to 

1 6 be added and database entries for songs in the database not included in the new 

1 7 play list have to be deleted. 

1 8 Thus, in the context of claim 40, the term "active" means, e.g., an indication or 

1 9 other designation showing which entries are to be changes when a playlist is to be 

20 updated. The term "highlighted" is added to claim 40 without prejudice to even better 

21 conform to the above cited passage. Withdrawal of these rejections is requested. 

22 (Remarks, pg. 6) 
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1 

2 Examiner respectfully responds: 

3 The examiner respectfully disagrees with the applicant's allegation, and notes 

4 that it appears clear that within the cited portion of the applicant's disclosure there does 

5 not appear any definition of the term "active". 

6 Furthermore, even if the applicant were to argue that the above cited passage 

7 constitutes a definition, then the examiner respectfully points out that any alleged 

8 definition would appear cyclical and thus illogical. Namely, the applicant would attempt 

9 to define the scope of the term active by using the term "active" itself. 

1 0 Furthermore, the examiner points out that within the above passage the term 

1 1 "active" is used as an adjective to describe, in some unexplained manner, stored signals 

1 2 (i.e. entries) within a database. However, it is clearly seen that the above passage, 

1 3 contrary to applicant's allegation, does not define the term "active" as "an indication or 

1 4 other designation showing which entries are to be changes", but rather merely states 

1 5 that " active entries are changed " (see.pages 1 1 , lines 25-29. 
16 

17 

1 8 Applicant argues or asserts essentially that: 

1 9 The drawings and specification are objected to variously for needing to show 

20 each features of the claims, and for introducing new subject matter. We traverse these 

21 rejections and ask for reconsideration in view of the above comments (under "Formal 

22 Rejections"). (Remarks, pg. 6) 
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1 

2 Examiner respectfully responds: 

3 The examiner respectfully notes that applicant's remarks fail to address the 

4 features noted as missing from the drawings and as objected to within the claims. 

5 Specifically, applicant offers no explanation as to the meaning of the terms "active" and 

6 "highlighting as active" as would be applied to stored electronic signals within a medium. 

7 Additionally, applicant fails to show such claimed features within the drawings. 



8 Furthermore, applicant's remarks appears to ignore the objection regarding the 

9 claimed features of "deriving at least one fingerprint from a content item monitored or 

1 0 obtained"; "to identify the monitored or obtained content item" (Claim 40) ; "said act of 

1 1 deriving comprises deriving two or more fingerprints of the content item" (Claim 52), and 

1 2 "said act of interrogating the list of content items utilizes the two or more fingerprints" 

13 (Claim 53) 

1 4 Thus, the examiner finds the applicant's remarks unpersuasive. 
15 

1 6 Applicant argues or asserts essentially that: 

1 7 While the cited Schmelzer passage discusses comparing a generated fingerprint 

1 8 with an archive of fingerprints, we do not see mention of an act of identifying a subset 

1 9 from the list of content items, the subset including content items highlighted as active 

20 content items; and then interrogating the subset as recited in claim 40. 

21 (Remarks, pg. 7) 
22 
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1 Examiner respectfully responds: 

2 The examiner respectfully notes that applicant's argument is essentially similar to 

3 those of record. The examiner maintains that the rejection explicitly shows examining a 

4 list of content items against known identified fingerprint information (i.e. thus 

5 "identifying" and "interrogating"), the list comprising content items out of a totality of 



6 existing content (i.e. "subset"), and that such "list" is updated (e.g. see Final Rejection, 

7 7/24/08, pg. 7, 8, 9, 10). Thus, the examiner respectfully notes that applicant's 

8 allegation that the rejection fails to support the rejection of the language clearly appears 

9 unpersuasive for reasons of record. 
10 



1 1 Conclusion 

12 

1 3 The prior art made of record and not relied upon is considered pertinent to 

14 applicant's disclosure: 

1 5 See Notice of References Cited. 
16 

1 7 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

18 policy as set forth in 37 CFR 1.136(a). 

1 9 A shortened statutory period for reply to this final action is set to expire THREE 

20 MONTHS from the mailing date of this action. In the event a first reply is filed within 

21 TWO MONTHS of the mailing date of this final action and the advisory action is not 

22 mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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1 shortened statutory period will expire on the date the advisory action is mailed, and any 

2 extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 

3 the advisory action. In no event, however, will the statutory period for reply expire later 

4 than SIX MONTHS from the mailing date of this final action. 

5 Any inquiry concerning this communication or earlier communications from the 

6 examiner should be directed to JEFFERY WILLIAMS whose telephone number is 

7 (571)272-7965. The examiner can normally be reached on 8:30-5:00. 

8 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

9 supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 

1 0 number for the organization where this application or proceeding is assigned is (703) 

1 1 872-9306. 

1 2 Information regarding the status of an application may be obtained from the 

13 Patent Application Information Retrieval (PAIR) system. Status information for 

14 published applications may be obtained from either Private PAIR or Public PAIR. 

1 5 Status information for unpublished applications is available through Private PAIR only. 

1 6 For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

17 you have questions on access to the Private PAIR system, contact the Electronic 

1 8 Business Center (EBC) at 866-21 7-91 97 (toll-free). 



19 



20 
21 
22 
23 
24 
25 



/Jeffery Williams/ 
Examiner, Art Unit 2437 



/Emmanuel L. Moise/ 

Supervisory Patent Examiner, Art Unit 2437 
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